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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on July 14, 2009, has been entered. Claims 40-54 
are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 40-54 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 41, 46, and 51 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 41, 46, and 51 contain the trademark/trade name JAVA. Where a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material or 
product, the claim does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. 
See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the 
trademark or trade name cannot be used properly to identify any particular material or product. 
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A trademark or trade name is used to identify a source of goods, and not the goods themselves. 
Thus, a trademark or trade name does not identify or describe the goods associated with the 
trademark or trade name. In the present case, the trademark/trade name is used to 
identify/describe a particular software architecture and, accordingly, the 
identification/description is indefinite. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 40-54 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 6,662,359 (Berry et al.) in view of U.S. Patent No. 6,560,618 (Ims). 

Regarding claim 40, Berry et al. discloses a method comprising reading program code 
from memory and processing said program code with one or more processors to perform the 
following: 

providing a user with options for modifying an application's bytecode, said application 
composed of class files, said class files having respective methods, said options including one or 
more of the following: 

i) modifying bytecode of classfiles within only one [application] file; 

ii) modifying bytecode of only one classfile; 
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iii) modifying bytecode of only one method within any one of the [application's] 
respective classfiles (see, e.g., Berry et al. at col. 5, line 59, through col. 6, lines 45; col. 
7, lines 5-11 (selective instrumentation of some or all methods)); 

modifying bytecode of said application in accordance with said user's selection of one of 
said options (see, e.g., Berry et al. at col. 5, line 59, through col. 6, lines 45; col. 6, line 51, 
through col. 7, line 17); 

executing said application in an object oriented runtime frame work, said executing 
including processing a portion of said application's bytecode that was modified in accordance 
with said user's selection of one or more of said options (see, e.g.. Berry et al. at col. 7, lines 44- 
45); and, 

presenting to said user an output generated from execution of said portion of said 
application's bytecode that was modified (see, e.g., Berry et al. at col. 6, lines 55-65). 

Berry et al. fails to expressly disclose said application composed of a plurality of archive 
files, said archive files having respective class files. However, Ims teaches that it has been 
known for JAVA applications (like those modified by Berry) to be arranged into archive files to 
ensure that all required files and classes are available (see, e.g., Ims at col. 2, lines 1-11). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize archive files as a known means of organizing JAVA applications. 

Regarding claim 41, Berry et al. further discloses said object oriented runtime framework 
being a JAVA object oriented runtime framework (see, e.g., Berry et al. at col. 4, lines 22-29). 
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Regarding claim 42, Berry et al. further discloses said application's bytecode that was 
modified including a method entry or method exit {see, e.g., Berry et al. at col. 6, line 51, 
through col. 7, line 17). 

Regarding claim 43, Berry et al. further discloses said output being provided by a plug-in 
that a bytecode instruction inserted at said method entry or method exit is dispatched to {see, e.g., 
Berry et al. at col. 6, line 51, through col. 7, line 17). 

Regarding claim 44, Berry et al. further discloses said output including one of: a time at 
which said method entry or method exit was entered; and, a parameter that is passed at said 
method entry or method exit {see, e.g., Berry et al. at col. 6, lines 1-16; col. 6, line 51, through 
col. 7, line 17). 

Regarding claims 45-49, these are machine-readable storage medium versions of the 
claimed methods discussed above (claims 40-44). Berry et al. further discloses the use of such 
media to implement the prescribed methods {see, e.g., Berry et al. at col. 14, lines 30-44), and all 
other limitations have been addressed as set forth above. 

Regarding claims 50-54, these are computer system versions of the claimed methods 
discussed above (claims 40-44). Berry et al. further discloses the use of such systems/software 
to implement the prescribed methods {see, e.g., Berry et al. at col. 14, lines 30-44), and all other 
limitations have been addressed as set forth above. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B. Kiss whose telephone number is (571) 272-3699. The 
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examiner can normally be reached on Tue. - Fri., 7:00 am - 4:30 pm. The examiner can also be 
reached on alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Dam, can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Eric B. Kiss/ 
Eric B. Kiss 

Primary Examiner, Art Unit 2192 



